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DETAILED ACTION 



Claim Rejections - 35 USC §112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 2-6 and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. In claim 2, the antecedent basis for "said button" has not been clearly set forth. In claim 8, the 
antecedent basis for "said plurality of buttons", "the action of the figure", "said individual's mind's eye", 
and "the punctuation symbols" has not been clearly set forth. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 



Claims 1-7 are rejected under 35 U.S.C, 103(a) as being unpatentable over Soto et al. (USPN 
6,954,199; hereinafter Soto) in view of Sameth et al. (USPN 5,882,202; hereinafter Sameth), further 
in view of Fioramonti (USPN 5,114,346). 



Claim Rejections - 35 USC §103 



1. 

2. 
3. 
4. 



Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at issue. 

Resolving the level of ordinary skill in the pertinent art. 

Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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Regarding claim 1, Soto discloses an electronic book, comprising: a binder comprised of a rigid 
material and having a first section and a second section, both sections being pivotably associated with 
each other by a middle hinge portion (Col. 1 1, lines 43-5 1); a means for generating a plurality of audio 
sounds in response to an actuating signal (Col. 6, lines 43-47); a plurality of pages associated with the 
binder, each page comprising a first side and a second side, each page having a plurality of discrete 
regions comprising: a region comprising a set of printed instructions (See Fig. 1), a region comprising a 
three-dimensional structural graphic image (Col. 3, lines 55-58; Col. 6, line 65 - Col. 7, line 2), a region 
displaying a word (Col 8, lines 63-65), a region displaying the spelling of the word (Col. 6, lines 50-51; 
Col. 9, lines 28-32); and providing an audible pronunciation aid (Col. 6, lines 54-56). Although Soto 
discloses a pronounciation aid, the reference does not explicitly disclose a region on the page for 
displaying a guide for pronunciation and a region for providing a definition of a word. However, Sameth 
teaches an apparatus for language instruction comprising a region for displaying a guide for pronunciation 
and a region for providing a definition of a word (See Sameth, Col. 5, lines 36-48; Col. 6, lines 61-62). 
Thus, in view of Sameth, it would have been obvious to modify the content of the book described in Soto, 
by displaying a guide for pronunciation and providing definitions, in order to reinforce language 
instruction by providing a visual representation in conjunction with audio (See Sameth, Col. 2, lines 28- 
35). In addition, where the only difference between a prior art product and a claimed product is printed 
matter that is not functionally related to the product, the content of the printed matter will not distinguish 

the claimed product from the prior art. In re Ngai, F.3d , 2004 WL 1068957 (Fed. Cir. May 13, 

2004). See also In re Gulack, 703 F.2d 1381, 1385-86, 217 USPQ 401, 404 (Fed. Cir. 1983)( M Where the 
printed matter is not functionally related to the substrate, the printed matter will not distinguish the 
invention from the prior art in terms of patentability . . . .The critical question is whether there exists any 
new and unobvious functional relationship between the printed matter and the substrate."). 
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The combination of Soto and Sameth disclose all of the claimed subject matter with the exception 
of explicitly disclosing a word in three-dimensions. However, Fioramonti discloses a reading and writing 
aid for helping individuals with dyslexia, wherein words are presented in three dimensions so that the 
individual may determine whether or not a character is correctly oriented by distinguishing between the 
left and right sides of the characters (Col. 1, lines 38-52). In view of Fioramonti, it would have been 
obvious to an artisan to modify the language instruction apparatus described in the combination of Soto 
and Sameth, by providing three dimensional words so that the individual suffering from dyslexia may 
determine whether or not a character is correctly oriented by distinguishing between the left and right 
sides of the characters. 

Regarding claim 2, Soto discloses a means for generating an audio sound comprising a circuit 
having a sound generator responsive to a signal; a plurality of user input interfaces each interface 
corresponding to a distinct sound or word, each interface being in electrical communication with said 
sound generator; a means for powering the sound generator; a memory storage means for storing at least 
one sound or word (Col. 6, lines 43-56; Col. 15, lines 52-63). 

Regarding claim 3, Soto discloses a battery 63 (Col. 7, linel5). 

Regarding claim 4, Soto discloses a speaker (Col. 4, lines 7-8). 

Regarding claim 5, Soto discloses an input interface comprising an acuatable button 5. 

Regarding claim 6, Soto discloses housing portions 1 and 2, the housing being associated with 
said binder (See Fig. 8). 

Regarding claim 7, the combination of Soto and Sameth disclose all of the claimed subject matter 
with the exception of explicitly disclosing a word in three-dimensions. However, Fioramonti discloses a 
reading and writing aid for helping individuals with dyslexia, wherein words are presented in three 
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dimensions so that the individual may determine whether or not a character is correctly oriented by 
distinguishing between the left and right sides of the characters (Col. 1, lines 38-52). In view of 
Fioramonti, it would have been obvious to an artisan to modify the language instruction apparatus 
described in the combination of Soto and Sameth, by providing three dimensional words so that the 
individual suffering from dyslexia may determine whether or not a character is correctly oriented by 
distinguishing between the left and right sides of the characters. 



Claim 8 would be allowable if rewritten to overcome the rejection(s) under 35 U.S.C. 1 12, 2nd 
paragraph. Patentability is seen in, although not limited to independent claim 8 the combination of 
elements specifically claimed for teaching dyslexic individuals. The closest prior art of record does not 
teach or fairly suggest the claimed elements in the combination. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Cameron Saadat whose telephone number is (571) 272-4443. The examiner can normally 
be reached on M-F 8:00-5:00. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Allowable Subject Matter 



Conclusion 
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